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DETAILED ACTION 

Claims 24-29 are pending. 

Continued Examination Under 37 CFR 1. 114 

1 . A request.for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 31 , 
2005 has been entered. 

Drawings 

2. The drawings were received on May 31 , 2005. These drawings are acceptable. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 24-25 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gaul, US 5.413.729 1 . Gaul (example 30, Table 6, column 9) discloses solvent 
compositions comprising the combination of £-caprolactone 44.40 wt% and butyl 
acetate ((C r Ci 2 ) alkyl acetate) 44.40 wt %. The weight percentage would equate to a 



1 Reference is of record and was cited in the Office Action mailed 09 September 2004. 
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slightly higher % bv since e-caprolactone has a density of 1 .03 and butyl acetate has a 
density of 0.882 among the remaining ingredients. 

Claim Rejections • 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 24-26 and 28-29 are rejected under 35 U.S.C. 103(a) as obvious over 
Derwent Abstract, AN 1987-017861, JP-61 275352. The Derwent Abstract (abstract) 
sets forth a solvent mixture for a polyamide reaction comprising 5-95% wt pts of lactone 
and 5-95% wt pts of an amide. The lactone is y-caprolactone among others. The 
Derwent Abstract specifically mentions K-caprolactone and an amide and therefore 
anticipates the claims. The concentrations of claims 2 and 22 are encompassed by the 
Derwent abstract and are thus anticipated and read thereon. Regarding claim 21 , t he 
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Derwent Abstract specifically mentions N,N-dimethylacetoamide and N-2pyrrolidone 
and therefore anticipates the claim. 

Derwent Abstract, AN 1987-017861 , differs from the claims in the use of y- 
caprolactone rather than e-caprolactone. 

Applicants disclose y-caprolactone and £-caprolactone as suitable lactones, 
page 8 and table. The lactones are related as structural isomers. Both lactones are 
known solvents and would have been expected to have similar solvent properties. It 
would have been obvious to one of ordinary skilled in the art at the time of applicants' 
invention to employ the related £-caprolactone for the y-caprolactone employed in the 
Derwent abstract solvent compositions with a reasonable expectation of similar 
properties. 

To the extent said limitations to the concentrations and species are not disclosed 
with sufficient specificity, It would have been obvious to one of ordinary skilled in the art 
at the time of applicants' invention to vary the concentrations and/or the particular 
species within the limited number of solvent species disclosed in the Derwent Abstract 
for their advantageous solvent properties as a reaction media and solvent system for 
polyamide resins. 

8. Claims 24-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carano et al, US 5,985,040, in view Matson et al, US 4,824,443. Carano et al (Table B, 
columns 7 and 8) disclose the combination of butyrolactone (10-40% bv 2 ) and N-methyl- 
2-pyrrolidone (90-60% bv). The claimed concentrations of 20% to 80% bv clearly read 



2 The term "bv" denotes "by volume". 
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on the reference 10%-40% bv. Carano et al (abstract) discloses the compositions are 
useful in softening and removal of epoxy, polyimide, cyanate ester resins. 

Carano et al differs from the claim compositions in the disclosed use of y- 
butyrolactone rather than e-caprolactone. 

Matson et al (column 3, lines 26 et seq) discloses solvents, which swell polymers 
including lactams comprising pyrrolidone solvents and (column 4, lines 21-27) lactones 
including y-butyrolactone and e-caprolactone. 

It would have been obvious to one of ordinary skilled in the art at the time of 
applicants' invention to employ the structurally related e-caprolactone for the y- 
butyrolactone employed in the Carano et al reference. The y-butyrolactone differs only 
from of e-caprolactone in that e-caprolactone has structural isomerization. Based on the 
structural similarity, the solvent compounds would have reasonably been expected 
behaves the same or substantially the same. Said compositions would have been 
expected to behave similarly. 

To the extent Carano et al differs from claim 29, Carano et al (abstract; column 2, 
lines 60-61; column 3, line 21; column 4, line 8; and claims 1, 10, 19, and 24) discloses 
the use of N-(2-hydroxyethyl)-2-pyrrolidone as a functional equivalent to the y- 
butyrolactone. The Carano et al reference (at least the abstract and claims) clearly 
contemplates mixtures of solvents selected from the group including N-(2-hydroxyethyl)- 
2-pyrrolidone and y-butyrolactone. Matson et al (column 4, lines 21-27) discloses 
solvent lactones including y-butyrolactone or e-caprolactone. It would have been 
obvious to one of ordinary skilled in the art at the time of applicants' invention to employ 
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N-(2-hydroxyethyl)-2-pyrrolidone and £-caprolactone as a solvent combination in the 
solvent swell compositions of Carano et al as clearly suggested by Carano et al and 
Matson et al for their advantageous swelling properties. 

Furthermore, Carano et al (column 1, lines 51 et seq) discloses smear removal 
solvents including propylene glycol ethers are known in the art for smear removal. It 
would have been obvious to one of ordinary skilled in the art at the time of applicants' 
invention to further employ art known solvents fro the advantage of smear removal in 
the desmear compositions disclosed in the Carano et al reference. 

Response to Arguments 

9. Applicant's arguments with respect to claims 24-29 have been considered but are 
moot in view of the new ground(s) of rejection. 

10. The following remarks pertain to the references previously relied and as applied 
to the newly presented claims. 

11 . Applicants (page 3) assert the Derwent Abstract '861 lacks a disclosure of 
epsilon-caprolactone and discloses instead of the Y-caprolactone. This has not been 
deemed persuasive based on obviousness as a point of law. Structurally related 
compounds and/or structural isomers would have been expected to have similar 
properties. See MPEP 2144.08(ll)(A)(d) and in re Dillon, 919 F.2d at 697, 16 USPQ2d 
at 1905. 

Furthermore, applicants (page 8, first full paragraph; and paragraph bridging 
pages 9 and 10; of the instant specification) disclose the y-caprolactone as a preferred 
suitable lactone solvent for the instant invention. 
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12. Applicants (page 3) assert unexpected results from the use of epsilon- 
caprolactone rather than the Y-caprolactone. The y-caprolactone employed in the 
Derwent Abstract '861 . This has not been deemed persuasive for the following 
reasons: (1) the data is not a proper comparison. Examples 85-86 and 88-102 employ 
1 % and 5% y-caprolactone or 10% y-caprolactone, respectively. The examples (12-31 
and 33-36) applicants point out as having improved results employ from 20 % to 50% 
epsilon-caprolactone. 20% of epsilon-caprolactone is not considered a proper 
comparison to at most 10 % y-caprolactone. 

(2) Applicants do not define the properties and/or results in the claims, which are 
argued to impart patentability to the solvent compositions. The use of y-caprolactone 
and y-butyrolactone are disclosed in the reference and are disclosed by applicants 
(page 8, first full paragraph; and paragraph bridging pages 9 and 10; of the instant 
specification, Table) as suitable lactone solvents. 

(3) While some variation between different related materials would be expected, 
applicants have not seasonably presented why any alleged difference between the 
particular species would have been unexpected. The burden of proving unexpected 
results rests on those, which assert them. In proving such results, it is not enough 
merely to show that certain results are obtained. For the results to be probative of 
nonobviousness, the results must be shown to have been unexpected to the skilled 
worker in the art. Moreover, it is self evident that evidence presented to rebut a prima 
facie case of obviousness must be commensurate in scope with the claims that the 
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evidence is offered to support. To establish nonobviousness, differences must be 
statistically significant, unexpected and of practical significance. 

(4) Lastly, the alleged patentable distinction between the two lactones originally 
disclosed as solvent swell compositions and the results in support thereof must have 
been recognized at the time of applicants' invention. Several lactones are disclosed 
and E-caprolactone and y-caprolactone are disclosed as preferred. Applicants' asserted 
patentable distinction does not appear in the application as originally filed. 
13. Applicants (page 4) assert the Carano et al reference, alone or in combination 
with Matson et al, are limited only to v-butyrolactone formulations and Matson et al lacks 
a teaching of the concentrations claimed. This has not been deemed persuasive for the 
reasons set forth above regarding the Derwent Abstract. Applicants' claims do not 
require the alleged texturing results and the prior art discloses the compositions swell. 

Furthermore, applicants' data for run # 30, 50 %bv e-caprolactone and 40% NMP 
does not appear to show a significant difference for the texturing. Also, Carano et al 
(column 3, lines 49 et seq) disclose best results for compositions having about 70 to 90 
% bv of NMP and about 30 to 10 % bv lactone as y-butyrolactone. Applicants data 
does not show examples having 70-90 % bv NMP with a lactone, which the claims read. 
Since the solvents are known for the swelling function claimed, a prima facie case of 
obviousness having been presented, some variation in properties of the compositions 
would have been expected and would be determined by routine experimentation of one 
having ordinary skill in the art, and applicants have not shown unexpected results for 
the claims combinations; the obviousness rejections are maintained. 



Application/Control Number: 10/080,991 
Art Unit: 1712 



Page 9 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Metzmaier whose telephone number is (571 ) 

272- 1089. The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-2 17-9 197 (toll-free). _ „ n 



Daniel S. Metzmaier 
Primary Examiner 
Art Unit 1712 
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